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Sir. 



Applicant hereby requests review of the Final Rejection mailed April 4, 2007 ("'Final 
Rejection") of the above-captioned application prior to fil ing an appeal brief for the reasons 
set forth below. Applicant submits that the Final Rejection fails to establish a prima facte 
rejection. 

I. PROSECUTION SUMMARY 

Claims 1, % 7, 9, 13, 14, and 17 stand rejected under 35 U.S.C. § 102(b) as being 
anticipated by U.S. Patent No. 5,626,6.13 to Sehrmeding rSehmieding"). Claims 3-6, 8. 10- 
12, 15-16, and 18 stand rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Schmieding, 

Independent claim 1 recites "|a]n osteosynthetic device comprising an intramedullary 
nail " 1 An 'Intramedullary nail" is a device to be inserted into an intramedullary canal to, 

; Ail empiiasis ;idded imicss otherwise noted 



inter alia r provide support lo .fractures of long bones (See para i ph [u< I 006] \*«>ux\ 
[0010] of the present application). 

Schmieding describes a corkscrew suture anchor 2 for reattaching soft tissue to bone. 
(See, e.g.. id at 1:7-16. Figure 1). The suture anchor 2 has a sharp point 10 adapted to pierce 
bone and form a tunnel within bone, and a suture eye 8 for receiving a suture. (Sec id. 3. 1 8- 
21 3:6i-63 Figure I) Ih b lute! n< dis< ure n Schmied - '.'it. h 

suture anchor 2 in an intramedullary canal nor is there disclosure of providing support of a 
long bone with the suture anchor 2 

The Examiner first asserted Schmieding in the Non-Final Office Action dated 
September S, 2006 ('"Non-Final Action"), whereby the Examiner merely referred to 
Schmieding as a "device/* (Id. at 1 1) In response, and in an attempt to clarify that 
'intramedullary naif' was intended to be a limitation of independent claim 1, Applicants 
amended claim I to place the claim recitation 'intramedullary nail" in the body of claim 1. 
(Amendment under 37 C.F.R §1.1 1 1 dated December 28, 2006 at 4). Applicants further 
argued that Schmieding does not disclose an "intramedullary nail."' (Id, at 7-8). 

The Examiner thereafter submitted the Final Rejection, which incorrectly treated 
"intramedullary naif" as a "statement] ] of intended use for] functional statement," and 
moreover remarked that [t|he examiner believes the device of Schmieding is capable of 
being used as an intramedullary nad m the bone of an organatsm |.wc j smaller than a human.'" 
(Final Rejection at 4-5). Ln response, Applicants submitted an Amendment under 37 C.F.R. § 
1.1 16 dated May 29, 2007, which again pointed out Schmieding's failure to describe an 
"intramedullary" nail,"" and provided a detailed rebuttal to the Examiners arguments. 

The Examiner finally submitted an Advisory- Action dated June 13. 2007 ('"Advisory 
\ i i > i <. 1 intained t lin i i id a j 1 j i 1 c 1 |'.v/cj 
un it 11 ■ intram il!a.i lail' is asti cturai I litation i i < lasive t/o it 2) 
The Examiner further stated: 'The term 'intramedullary' is a functional adjective added to 



the noun nail, which recites that the nail is capable of ben v i he i nti amedullary 
canal of a bone. The device of Schmieding is capable of being used as an intramedullary nail 
is one so desired." (Id.). 

II. FAILURE TO ESTABLISH A FACIE CASE OF ANTICIPATION 

\> r/»< '.<. t case of anise j in H i !Oi been made \ lib re; udU indep i s. 
claim 1 „ and its dependent claims 2, 7, 9, 1 3, 1 4. and i 7. because Schmseditig fails to disclose 
each and even- element of claim I. 

Schmieding does not anticipate chum .1 because Schmieding fads to disclose an 
'intramedullary nail." Instead, Schmieding discloses a corkscrew suture anchor, which fads 
to describe the structural limitation of "intramedullary nail " The Schmieding suture anchor 
secures soft tissue to bone and is adapted to form a helical tunnel in the bone {/</. at 3:61 - 
4:8). As previously stated, Schmieding does not disclose a device to be inserted into the 
intramedullary canal to. inter aha, provide support to fractures of long bones. (See 
paragraphs [0002] -[0006], [0008], £00 JO] of the present application). Al though it is not 
required that the reference 'leach" what the subject patent, teaches, claim I simply does not 
"read on" anything in Schmieding, since Schmieding does not describe all the limitations of 
claim 1. Knbnan v. Kimberly-Clark Corp., 218 U.S.P.Q. 781. 786 (C.C.P.A. 1983). 

Examiner also separates the term '"intramedullary n <"P into two parts, stating that 
"(t)he term intramedullary' is a functional adjective" modifying the term 'nail." (Advisory 
Action at 2). Tins argument ultimately fails for several reasons. First, Applicants 
respect fully submit that the term "intramedullary nail" is instead recognized by those of skill 
in the art as a single term, winch is structurally distinct, from the Schmieding corkscrew 
suture anchor. The present application clearly utilizes to "intramedullary nail" as a single 
term. (See. e.g.. [0002], {00031 [0005], [0007], [0009], [OOlOj of the present application). 
Second even if the term mil ! i>> in i m adjective tat lone i i i lilkient reason 
to unilaterally read it out of the claim. For example, using the Examiner's erroneous 
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reasoning in light of Schmieding. one should read out the term "suture" from "suture anchor" 
in claim I, thus embracing ship anchors as prior art. Third, even accepting the Examiner's 
argument thai the term "intramedullary nail" is separable, and reading the "functional 
adjective" out of the claim. Examiner's argument still fails because a "nail" is structurally 
distinct from a corkscrew. 2 

I xammei s belief that the Schmieding suture anchot is capable <i I eina used as an 
intramedullary nail if one so desired" is unfounded and irrelevant. (Advisory Action at 2). 
As stated previously, there is absolutely no disclosure that the suture anchor 2 of Schmieding 
can be inserted into an intramedullary canal to, inter alia, provide support io fractures of long 
bones. (A corkscrew suture anchor is not an intramedullary nail). Even if such a use were 
possible, a device does not anticipate merely because it is capable of performing the same 
function as the patented device. See MFEP § 21 14. Creative uses for the prior art are 
irrelevant where it is structurally distinct from the Applicants' invention. See id. Numerous 
issues would arise using the corkscrew suture anchor in the intramedullary canal of along 
bone — for example, where would the bulbous portion having the suture eye 8 be situated 
after implantation'? The Examiner gives no discussion to these, and other, considerations. 

Examiner's prior citation of easel aw is similarly irrelevant In re Casey, i 52 U.S.P Q. 
235 (C.C.P.A. 1967) and In re Otto, 136 U.S.P.Q. 458 (C.C.P.A. 1963) were cited for the 
proposition that statements of intended use and functional statements do not impose structural 
limitations on the claims. (Final Rejection at 4). These arguments fail because the term 
"intramedullary nail" is not a functional limitation, but instead is a structural limitation 
defining in part the osteosynthelic device of claim I. Casey and Otto are further irrelevant 
because the cases relate to rejections for obviousness under 35 U.S.C. § 103, and Examiner is 
currently assertm ■ ! iaim 1 i n i p t I 1 i 1 i I ! i so cites E> 
parte MashcwL 2 U.S.P.Q. 2d 1647 (Bd. Pat. App. & Int. 1987) regarding statements of 
\ppticants respectfully submit that techi 1 n vledge is. not required to diftiereijtiaic* a corkscrew from t 
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intended use. (Final Rejection at 5), This argument is similarly irrelevant since Applicants' 
invention is not only different m intended use, but also in structure. Simply put. 
Schmieding' s corkscrew suture anchor is not an "intramedullary nail" nor any sort of nail 
arid so cannot fully meet the limitations of claim 1 . A reference that does not fully meet the 
limitations of a claim does not anticipate that claim, so Schmieding cannot anticipate churn 1. 
See Kaiman, 218 U S.P.Q. at 786. 

The Examiner has not made a prima jack case of anticipation of independent claim 1. 
and therefore the rejection of claim 1, along with the rejections of dependent claims 2, 7, 9, 
1 3, 14, and 17, should be withdrawn. 

HI. FAILURE TO ESTABLISH A PRIMA FACIE CASE OF OBVIOUSNESS 

Claims 3-6, 8, KM2, 1.5-16, and 18 were rejected under 103(a) as being unpatentable 
over Schmieding. Independent claim 1 is not obvious in light of Schmieding because 
Schmieding does not teach, suggest, or describe an intramedullary nail, as discussed above. 
As claims 3-6, 8, 10-12, J 5-16, and 18 depend on claim I, the Applicants respectfully submit 
that the rejections of these claims should be withdrawn. 



Respectful 1 y s ubmi tted . 

Date. ...August 2, 2007 !L?. r 5?i?:...K?>; 54,390 

Brent p'ltov (RegT'No) 
JONES DAY 
222 East 41 si Street 
New York, New York 10017 
(212) 326-3939 
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